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DETAILED ACTION 

1 . In view of the Remand by the Board filed on July 28, 2006, PROSECUTION IS 
HEREBY REOPENED. The ground for rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below. 

Remarks 

The rejection of claims 15 and 19 under 35 U.S.C. 102(b) as being anticipated by 
Lindemann et al, 5,190,997 has been withdrawn upon further consideration. 

The rejection of claims 1, 5-15, 19, 22-27, and 32 under 35 U.S.C. 103(a) as 
being unpatentable over Kajander 5,972,434 in view of Lindemann et al, 5,190,997 and 
Meng et al, 5,872,067 is withdrawn upon further consideration. 

The rejection of claims 2,16-17, 29-31, and 33-34 under 35 U.S.C. 103(a) as 
being unpatentable over Kajander 5,972,434 in view of Lindemann et al, 5,190,997, 
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Meng 5,872,424 and PCT Publication WO 95/3141 1 is withdrawn upon further 
consideration. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 15, 19 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kennedy et al, 5,308,692 (Kennedy). 

In claim 15, the language of "prepared by melting a glass or rock mineral 
composition, fiberizing the molten glass or mineral composition into filaments to form a 
mineral wool, applying a size... simultaneously or sequentially applying a hydrophilic 
latex... then taking up the sized mineral wool.... and then thermally curing" are process 
limitations in a product claim. "Even though product-by-process claims are limited by 
and defined .by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 Fed. Cir. 
1985. Accordingly, the product of claim 15 is an insulation product comprising mineral 
wool having a thermosetting resin and hydrophilic latex cured thereon. The product of 
claim 19 is said insulation product being thermal or acoustical insulation. 
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Kennedy teaches a nonwoven fiber mat comprising mineral wool coated with a 
thermosetting resin such as phenol-aldehyde and a thermoplastic latex that is preferably 
carboxylated, such as vinyl acetate, vinyl ester or acrylic acid comonomers. See 
column 8. In addition, at column 15, Kennedy discloses in the examples mineral wool 
mats with binder compositions wherein the resins used are those as prepared in 
Example 1 , used in combination with a latex such as carboxylated vinylidene 
chloride/butadiene or emulsified ethylene/vinyl chloride. These latexes are the same 
type as disclosed by applicants as being suitable hydrophilic latexes. Accordingly, the 
examiner has reason to believe that the latexes of Kennedy are hydrophilic latexes. 
The resins of example 1 are thermosetting resins. Thus, Kennedy teaches mineral wool 
having a thermosetting resin and hydrophilic latex applied thereto and cured. 

As to the insulation product of product-by-process claims 15 and 19, emphasis is 
on the final resultant product. Kennedy teaches in the background that non-woven fiber 
mats are utilized in numerous applications including insulating material for buildings and 
sound insulating material. See column 1, lines 10-15. As set forth above, Kennedy 
teaches a non-woven fiber mat of mineral wool having a thermosetting resin and 
hydrophilic latex thereon. Though Kennedy does not show a specific embodiment of an 
"insulation product" having a thermosetting resin and hydrophilic latex applied thereto, it 
is the examiner's position that Kennedy describes the claimed insulation product within 
the meaning of 35 U.S.C. 102. Kennedy discloses at column 3, lines 51-60 that mats 
according to the present invention may be applied in structural and building materials 
and that such utility of non-woven fibrous mats is known in this art (column 1). It is of no 
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moment that Kennedy does not exemplify such insulation product. The skilled artisan is 
led inevitably to the conclusion that Kennedy provides a description of the claimed final 
resultant insulation product just as surely as if the reference exemplified such an 
insulation product. In re Sivaramakrishnan, 673, F.29 1383, 1384-85, 213 USPQ 441, 
442 (CCPA 1982) and In re Schaumann, 572 F.2d 312, 316-17, 197 USPQ 5, 9, (CCPA 
1978). 

Therefore, the teachings of Kennedy anticipate the invention as claimed in 
present claims 15 and 19. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 1, 5-8, 10-14, 21, and 23-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kennedy et al, 5,308,692 (Kennedy) in view of Kajander 5,972,434 
and Strauss et al, 5,284,700 (Strauss). 

Kennedy teaches a nonwoven fiber mat comprising mineral wool coated with a 
thermosetting resin such as phenol-aldehyde and a thermoplastic latex that is preferably 
carboxylated, such as vinyl acetate, vinyl ester or acrylic acid comonomers, per claims 5 
and 26. See column 8. Kennedy also teaches in the background that non-woven fiber 
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mats are utilized in numerous applications including insulating material for buildings and 
sound insulating material (see column 1, lines 10-15) and discloses at column 3, lines 
51-60 that mats according to the present invention may be applied in structural and 
building materials. In addition, Kennedy teaches that the fibers are produced according 
to well-known methods such as fiberization through a spinning disk fiberizer, but does 
not disclose the specific method steps of said well-known methods. 

Kajander and Strauss each teach the formation of fire resistant mineral/glass 
fiber insulation products wherein the fibers and insulation products are produced 
according to conventional methods known to the art. In particular, Kajander teaches at 
column 12, lines 32-41, that known processes of making fiber glass insulation products 
comprises the steps of forming a melt, fiberizing and forming filaments, applying a 
binder, collecting said filaments and curing to form an insulation product. Strauss 
teaches a well-known method for producing glass wool comprising melting glass, 
spinning into filaments, collecting the formed filaments wherein a binder is applied to the 
filaments and the uncured glass wool is cured. See column 5, lines 25-45. Thus, the 
well known and conventional method steps of Kajander and Strauss render obvious the 
method steps of the present claims. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Kennedy by producing his filaments 
through any well-know and conventional method, such as those methods seen in the 
prior art teachings of Kajander and Strauss, said method including fiberizing molten 
glass to form a mineral wool, applying a binder, collecting said mineral wool and curing, 
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as required by claims 1 and 13. As to the requirement of "improving the mechanical 
strength after ageing of an insulation product comprising mineral wool", the examiner 
has reason to believe that the resultant articles of Kennedy have improved mechanical 
strength after ageing because the prior art teaches the same, conventional process 
steps as applicants, utilizing a similar coating composition as required by claim 1 . As to 
claims 6-8, 10-1 1 and 23-24, Kennedy teaches polymers of the type contemplated by 
applicants. Therefore, the examiner has reason to believe that properties such as the 
glass transition temperature are within the instant claimed range. As to claims 12 and 
25, it would have been obvious to determine and adjust the amount of solids with 
respect to the weight of the mineral wool to ensure sufficient coating of the filaments 
and adhesion of the insulation product. Regarding claim 14, it would have been obvious 
to apply the latex separately from the thermosetting resin. More specifically, in the 
instant case, the sequential application onto a substrate of coating/binder materials that 
had previously been applied simultaneously, would have been an obvious variant when 
there is no clear necessary reaction or synergy between said materials that is solely 
evident or present when said components are applied simultaneously. 

Accordingly, the combined teachings of Kennedy, Kajander and Strauss would 
have rendered obvious the invention as claimed in present claims 1, 5-8, 10-14, 21, and 
23-27. 

7. Claims 9, 22, and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kennedy et al, 5,308,692 (Kennedy) in view of Kajander 5,972,434 and Strauss et 
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al, 5,284,700 (Strauss) each as applied above, and further in view of Lindemann et al, 
5,190,997 (Lindemann). 

Kennedy, Kajander and Strauss are each as set forth above, but do not teach the 
inclusion of a water-repellent or a colloid as set forth in claim 32. Lindemann is as set 
forth previously and teaches a binder composition that can be used for insulation 
products and glass mats, said composition comprising a thermosetting resin and a latex 
which can contain a protective colloid such as cellulose or polyvinyl alcohol. In addition, 
Lindemann teaches that his composition can contain a water-repellent agent such as 
silicone. Regarding claims 9 and 22, it would have been obvious to one of ordinary skill 
in the art to modify the composition of Kennedy by including a water-repellent agent 
such as silicone to protect the resultant insulation product against moisture. As to claim 
32, it would have been obvious to modify the composition of Kennedy by including a 
protective colloid of the type contemplated by applicants for stability in the composition. 

Therefore, the combined teachings of Kennedy, Kajander, Strauss and 
Lindemann would have rendered obvious the invention as claimed in present claims 9, 
22 and 32. 

8. Claims 2, 16-17, 29-31, and 33-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kennedy et al, 5,308,692 (Kennedy) in view of Kajander 5,972,434 
and Strauss et al, 5,284,700, as applied above to claims 1, 5-8,10-14, 19, 21, and 23- 
27, further in view of PCT Publication WO 95/3141 1 (the publication). 

Kennedy, Kajander, and Strauss are as applied above, but are silent as to their 
glass fibers being capable of dissolving in a physiological medium. The publication 
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teaches biologically degradable mineral fibers that can be used for insulation purposes, 
per claims 2 and 16 and comprises at least one alkali metal oxide in the amounts set 
forth by applicants in claims 29-31 . See pages 2-3. While silent as to the specific rate 
of dissolution as required by claims 17 and 33-34, it is noted that the fibers of the 
publication are the same type disclosed by applicants as being suitable. Accordingly, it 
is the position of the examiner that this property is inherent in the fibers of the 
publication. It would have been obvious to use as the fibers of Kennedy mineral fibers 
as taught by the publication for the efficacious properties associated therewith, namely, 
biological degradability, temperature stability and good processability. 

Therefore, the combined teachings of Kennedy, Kajander, Strauss and the 
publication would have rendered obvious the invention as claimed in present claims 2, 
16-17, 29-31, and 33-34. 

9. Claims 18, 28, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kennedy et al, 5,308,692 (Kennedy) as applied above to claim 15, in 
view of PCT Publication WO 98/40437 (the publication), cited to show the state of the 
art. 

Kennedy is a set forth above but does not teach the density of his 
insulation product. The publication is cited to show the general sate of the art at the 
time the invention was made, namely, that it is known in the art that mineral wool 
densities varied generally between 5 and 200 kg/m 3 . Accordingly, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to produce 
an insulation product of the type set forth by applicants wherein the density of said 
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product is within the range generally known in the art and as set forth by applicants in 
claims 18, 28, and 35. Moreover, this limitation is not construed to be a matter of 
invention in the absence of factual evidence to the contrary. 

Therefore, the teachings of Kennedy in combination with the general level 
of ordinary skill and knowledge in the art as evidenced by the publication would have 
rendered obvious the invention claimed in present claims 18, 28 and 35. 

Response to Arguments 
10. Applicant's arguments with respect to all claims have been considered but are 
moot in view of the new ground(s) of rejection. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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